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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

Keith Wood et al. 
Serial No.: 09/813,279 
Filing Date: March 19, 2001 
For: Method for Detection of ATP 



Examiner: Louise N. Leary 
Group Art Unit No.: 1654 



APPLICATION FOR CORRECTION OF PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R.§ 1.705(b) 

Mail Stop Patent Ext. 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

U.S. Patent Application No. 09/813,279 was allowed on January 10, 2005 with a 
published term adjustment under 35 U.S.C. § 154(b) of 0 days. For the reasons stated 
herein, Applicants request correction of the Patent Term Adjustment ("PTA") to 589 
days . 
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REMARKS 

U.S. Patent Application No. 09/813,279 was allowed on January 10, 2005 with a 
published term adjustment under 35 U.S.C. § 154(b) of 0 days. Applicants herein apply 
to the U.S. Patent and Trademark Office ("USPTO") for correction of the Patent Term 
Adjustment calculation pursuant to 37 C.F.R. § 1.705(b). Applicants have enclosed a 
check for the fee under 37 C.F.R. § 1.1 8(e) for filing this Application for Correction of 
Patent Term Adjustment. In the event that additional funds are required for the fee for 
Application for Correction of Patent Term Adjustment under 37 C.F.R. § 1.18(e), please 
charge any additional necessary fee to Deposit Account No. 23-1925. Please credit for 
any excess fee paid to Deposit Account No. 23-1925. A duplicate copy of this 
Application for Correction of Patent Term Adjustment is attached. 

The patent term adjustment for U.S. Patent Application No. 09/813,279 is 
calculated as discussed below. Dates are specified based on the Patent Application 
Information Retrieval (PAIR) system Patent Term Adjustment History (attached at Tab A). 

Note that U.S. Patent Application No. 09/813,279 is not subject to a terminal 
disclaimer. 

37 C.F.R. S 1.703(a)m Period of Examination Delay 

Applicants agree with the USPTO calculation of the period of adjustment under 37 
C.F.R. § 1.703(a)(1) of 380 days . The present application was filed under 35 U.S.C. § 
111(a) on March 19, 2001. 37 C.F.R. § 1.703(a)(1) states that the period of adjustment 
under 37 C.F.R. § 1 .702(a) includes the number of days beginning on the day after the 
date that is fourteen months after the date on which the application was filed under 35 
U.S.C. § 11 1(a). In this case, May 19, 2002 is fourteen months after March 19, 2001. 
However, the first action under 35 U.S.C. § 132 was not mailed by the USPTO until June 
3, 2003. Therefore, Applicant believes the period of adjustment under 37 C.F.R. § 
1.703(a)(1) should be 380 days (days in excess of fourteen months between filing of the 
present application and the mailing of the first action by the USPTO). 
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37 C.F.R. S 1.703(b) Period of Examination Delay 

The period of patent term adjustment pursuant to 37 C.F.R. § 1 .703(b) is the 
number of days in the period beginning on the day ("the 3 year date") after the date that is 
three years after the date on which the application was filed pursuant to 35 U.S.C. § 
1 1 1(a) or fulfilled the requirements of 35 U.S.C. § 371 . 

The present application was filed on March 19, 2001 , as evidenced by the filing 
receipt attached at Tab B. The 3 year date specified by 37 C.F.R. § 1 .703(b) is March 1 9, 
2004. A Request for Continued Examination ("RCE") was filed on November 29, 2004. 
On the date of mailing of the Notice of Allowance on January 10, 2005, the present 
application is believed to have exceeded the combined total of the 3 year date and the 
total amount of delay by 252 days (from the March 19, 2004 3 year date to the November 
29, 2004 RCE filing). 

37 C.F.R. S 1.704 Reduction in Period of Adjustment 

With respect to the grounds for adjustment set forth in 37 C.F.R. § 1 .703(a)-(e), an 
applicant is deemed to have failed to engage in reasonable efforts to conclude processing 
or examination of an application for the cumulative total of any periods or time in excess of 
three months that are taken to reply to any notice or action by the Office. Any such three 
month period is measured from the date the notice or action was mailed to the applicant. 
The period of adjustment set forth in 37 C.F.R. § 1.703 shall be reduced by the number of 
days beginning on the day ("the 3 month date") after the date that is three months after the 
date of mailing of the Office communication. 

Applicants respectfully assert that the U.S. Patent and Trademark Office has 
improperly assessed a 446 day Reduction in Period of Adjustment under 37 CFR § 1.704, 
instead of a 35 day Reduction. The error in the 446-day Reduction in PTA assessed by 
the USPTO is related to the filing of a series of responses to three U.S. Patent and 
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Trademark Office requests for Sequence Listings in computer readable format. Applicants 
have submitted fully compliant Sequence Listings on three separate occasions. 

Error in USPTO Reduction in Period of Adjustment under 37 CFR § 1. 704 

A Notice to File Missing Parts was mailed on May 23, 2001 ("Missing Parts 
Notice"). The Missing Parts Notice recited, among other items, a failure to provide a copy 
of the Sequence Listing in computer readable format and a corresponding Statement 
under 37 CFR § 1.821(f) ("Statement") that the Sequence Listing corresponds to the 
Sequence recited in the above referenced application as filed. 

Applicant timely filed a Response to the Missing Parts Notice that contained, 
among other things, the Sequence Listing in computer readable format along with the 
required Statement ("First Response"). The First Response was received by the USPTO 
on July 26, 2001 (See Postcard at Tab C), less than three months after the Missing Parts 
Notice was mailed. The First Response included a computer disk containing a Sequence 
Listing in computer readable format that Applicants respectfully assert was both computer 
readable and fully compliant with 37CFR§§ 1.821-1.822. Therefore, no Applicant delay 
was incurred in responding to the Missing Parts Notice. 

On October 22, 2001 , a Notice to Comply with Requirements for Patent 
Applications Containing Nucleotide Sequence and/or Amino Acid Sequence Disclosures 
was mailed ("First Sequence Listing Notice"). The First Sequence Listing Notice 
requested the filing of a second substitute computer readable Sequence Listing and 
Statement. 

On January 30, 2002, Applicants' fully compliant response to the First Sequence 
Listing Notice was received by the U.S. Patent Office (See Postcard at Tab D). In fact, on 
December 18, 2001, Applicants mailed the substitute Sequence Listing and Statement 
("Second Response") containing a second computer disk containing a Sequence Listing in 
computer readable format that Applicants respectfully assert was computer readable and 
fully compliant with 37 CFR §§ 1.821-1.822. 

Despite having timely mailed the Second Response less than three months after 
the First Sequence Listing Notice was mailed, the Second Response was not received 
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until January 30, 2002, over a month after the mailing date. Accordingly, under 37 CFR § 
1.704(b), Applicants are assessed a Reduction in Period of Adjustment of 8 days , through 
no fault of the Applicants, in replying to the First Sequence Listing Notice. 

On October 1 , 2002, a second Notice to Comply with Requirements for Patent 
Applications Containing Nucleotide Sequence and/or Amino Acid Sequence Disclosures 
was mailed ("Second Sequence Listing Notice"). The Second Sequence Listing Notice 
requested the filing of a third substitute computer readable Sequence Listing and 
Statement. 

On November 13, 2002, Applicants' fully compliant response to the Second 
Sequence Listing Notice was received by the U.S. Patent and Trademark Office (See 
Postcard at Tab E), that contained, among other things, the Sequence Listing in computer 
readable format along with the required Statement ("Third Response"). The Third 
Response was received by the USPTO less than three months after the Missing Parts 
Notice was mailed. The Third Response included a computer disk containing a Sequence 
Listing in computer readable format that Applicants respectfully assert was both computer 
readable and fully compliant with 37 CFR §§ 1 .821-1 .822. Therefore, no Reduction in 
Period of Adjustment was incurred in responding to the Second Sequence Listing Notice. 

Corrected 43-dav Reduction in Period of Adjustment under 37 CFR S 1. 704(b) 
A Notice of Allowance was mailed on January 10, 2005. In reviewing the Notice of 
Allowance and the Patent Term Adjustment History on the PAIR page of the U.S. Patent 
and Trademark Office Website (See Tab A), Applicants noticed the period for Reduction in 
Period of Adjustment under 37 CFR § 1.704 was improperly calculated as 481 days, the 
sum of the incorrectly alleged 446 day Reduction in Period of Adjustment ("Reduction") 
related to the filing of Sequence Listings as discussed above, and a 35 day Reduction 
related to the filing of an Information Disclosure Statement. 

The PTO incorrectly assessed 446 days instead of 8 days of Reduction in Period of 
Adjustment related to the Sequence Listing Filings discussed above (from the mailing date 
of the Notice of Missing Parts on May 23, 2001 to the date the application was deemed 
complete on December 1 1 , 2002). 
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Applicants acknowledge that the U.S. Patent and Trademark Office has assessed a 
further Reduction in Period of Adjustment of 35 days under 37 CFR § 1.704(d) relating to 
the filing of an Information Disclosure Statement received by the U.S. Patent and 
Trademark Office on September 29, 2003. 

Thus, only a 43 day total Reduction in Period of Adjustment under 37 CFR § 
1.704 (8 days related to sequence listing filings, 35 days due to filing the September 29, 
2003 IDS, as discussed above) should have been assessed, rather than a 481 day 
Reduction as the U.S. Patent and Trademark Office calculated. 

Corrected Total Patent Term Adjustment 

For the present application, the total Patent Term Adjustment ("PTA") under 37 
C.F.R. § 1 .703(f) is the period of adjustment under 37 C.F.R. § 1 .703 reduced by the 
reduction under 37 C.F.R. § 1.704. 

The total PTA under 37 C.F.R. § 1 .703 is 632 days (252 days under 37 C.F.R. § 
1 .703(b), from the March 19, 2004 3 year date to the November 29, 2004 RCE filing, and 
380 days under 37 C.F.R. § 1 .703(a)(1), the number of days in excess of fourteen months 
between filing of the present application and the mailing of the first action by the USPTO) 

The total PTA reduction under 37 C.F.R. § 1.704 is 43 days , as described above. 

Therefore, Applicant respectfully submits that in the present application, the correct 
total Patent Term Adjustment ("PTA") under 37 C.F.R. § 1 .703(f) is the 632 day period of 
adjustment under 37 C.F.R. § 1 .703 reduced by the 43 day reduction under 37 C.F.R. § 
1 .704, for a total of 589 days PTA. 

Request for Subsequent Determination of 
Patent Term Adjustment under 37 C.F.R. § 1.705(d) 

Applicants respectfully request that the determination of Patent Term Adjustment 
be corrected prior to issuance of the above-referenced application. Applicant reasonably 
anticipates that additional non-overlapping delay is expected prior to the patent issuing for 
the present application. Applicant therefore respectfully requests re-computation of the 
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PTA pursuant to 37 C.F.R. § 1 .703 upon identification of the date of issue of the patent of 
the present application to reflect any additional delay. With this request, Applicant further 
reserves the right to request reconsideration of the PTA pursuant to 37 C.F.R. § 1.705(d) if 
the term of the issued patent is believed to be extended or adjusted incorrectly. 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 



Respectfully submitted, 





Nicholas M. Be 
Registration No. 45,650 
Attorney for Applicants 
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CONFIRMATION NO. 1759 
UPDATED FILING RECEIPT 



*OC000000009227250* 



Date Mailed: 12/11/2002 



Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Filing 
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit 
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply 
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if 
appropriate). 



Applicant(s) 

Keith Wood, Madison, Wl; 
Rita Hannah, Madison, Wl; 
Richard A. Moravec, Oregon, Wl; 



Domestic Priority data as claimed by applicant 

This appln claims benefit of 60/269,526 02/16/2001 



Foreign Applications 



If Required, Foreign Filing License Granted: 05/23/2001 



Projected Publication Date: 03/20/2003 
Non-Publication Request: No 



Early Publication Request: No 



Title 

Method for detection of ATP 



Preliminary Class 



BREMICS HOFER GILSON & UMl 




ECEfVE 

U. S. DOCKET 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

GRANTED 

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 
1.53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 G)); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 



Case No: 10743/6 
Serial No.: 09/813,279 
Applicant: Keith Wood et al 



Please acknowledge receipt of the belowfdentified: 




Date of Mailing: July 23, 2001 

8RI NK§; rjt)FER GILSON & LIONE 
Thomas J. Wrona/fl 




Case No. / D~?W ^ 
Applicant ^ A jj^J^ 



Hon. Commissioner of Patents & Trademarks 
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By: Gregory M Zinkl, Ph.D. 
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Director of The 
Washington, D. 
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Patent & Trademark Office 



Please acknowledge receipt of the below-identified: 

Serial No 09/813,279 " r " 

Items Mailed Response to Notice to Comply with Requirements for Patent 

Applications Containing Nucleotide Sequence and/or Amino Acid Sequence; copy of Notice 
to Comply with Requirements for Patent Applications Containing Nucleotide Sequence and/or 
Amino Acid Sequence; Statement Verifying Identical Paper and Computer Readable Copy, 
two (2) floppy disks containing computer readable copy of sequence listing; paper copy of 
sequence listing; transmittal letter (in duplicate) and postcard evidencing receipt 
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